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DETAILED ACTION 

Preliminary Amendment 

1 . The preliminary amendment filed on 1/17/2008 has been entered. 

Claim Objections 

2. Claims 1, 4-7, 9, 17, and 18 are objected to because of the following reasons: 
With respect to claims 1, 4, 7, and 18, the "x" in SiO x is not defined in the claim. 
With respect to claims 5, the "z" for SiO z is not defined in the claim. While claim 1 (on 

which claim 5 is dependent) defines z, this is only with respect to the alternative embodiment 
when the platelet-shaped particles are aluminum flakes coated with SiO z . 

With respect to claim 6, it is objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent 
form, or rewrite the claim(s) in independent form. Specifically, claim 5 (on which claim 6 is 
dependent) provides for two types of pigments, SiO z /SiO x /core/SiO x /SiO z or 
D M /SiO z /SiO x /core/SiO x /SiO z / D M Two of the compounds listed as the pigments in claim 6 do 
not fall within the scope of these two types, e.g., SiO x /SiO z /SiO x , SiO x /Al/SiO x . 

With respect to claim 7, it is objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent 
form, or rewrite the claim(s) in independent form. Specifically, the coating layer of claim 1 (on 
which claim 7 is dependent) is made optional in claim 7. 
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With respect to claim 9, the alternative is improper because there should only be one 
"and" to avoid confusion of intended combinations. Specifically, the "and" in line 4 after 
"graphite" should be deleted. 

With respect to claim 17, the terms "especially" are objected to because they suggest a 
preferred embodiment but each embodiment is equally preferred. 

With respect to claim 18, the "z" in SiO z is mistakenly defined with "y". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 5, 7, 10, and 18 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With respect to claims 5,7, 18, the term "substantially" in the phrase "substantially 
consisting of is a relative term which renders the claim indefinite. The term "substantially" is 
not defined by the claim, the specification does not provide a standard for ascertaining the 
requisite degree, and one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. Specifically, it is not made clear whether "substantially consisting of 
suggests that the following ingredient is at least 50 % of the composition or if it should be read 
as "consisting essentially of. 

With respect to claim 10, the term "the ink-jet printing method" lacks antecedent basis. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1, 4-7, 10, 17, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bujard et al (US 5,766,355) in view of Hermann et al (US 6,294,592). 

Bujard et al discloses luster pigment (col. 4. lines 10-22) for use in printing inks (col. 10, 
line 9) having core of a transparent or metallic reflecting material such as aluminum (col. 3, lines 
33-36), at least one coating of SiOo.25-0.95, and a further coating of a dielectric material such as 
TIO2 and SiC>2 (col. 4, lines 26-29). With respect to claim 7, note that while Bujard et al does not 
disclose a core consisting of SiO x (x = 0.3-0.95), the core of claim 7 is open to a composite core 
which Bujard et al does teach. Specifically, it is the examiner's position that a transparent or 
metallic reflecting material coated with SiO0.25-0.95 is a core as instantly claimed. 

While Bujard et al teaches the use of its pigment in printing inks, it fails to disclose an 
aqueous ink composition comprising a binder and dispersant. 

Hermann et al discloses an aqueous inkjet ink preparation (abstract) comprising a 
dispersing agent, a binder, and pigment, wherein the pigment includes effect pigments such as 
those coated with metal oxides (col. 3, lines 41-43) and the ink is applied by inkjet processes 
(col. 10, lines 44-56). 

Given that Bujard et al discloses a pigment for use in printing inks and further given that 
inkjet ink compositions include a binder, dispersing agent, and pigment as taught by Hermann et 
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al, it would have been obvious to one of ordinary skill in the art at the time of invention to utilize 
the pigment taught by Bujard et al in the inkjet ink composition taught by Hermann et al in order 
to obtain a an inkjet ink with luster effects and thereby apply the ink to a substrate with an inkjet 
process. 

5. Claims 1, 3, 10, and 16 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schmid et al (US 5,624,486) in view of Hermann et al (US 6,294,592). 

Schmid et al discloses luster pigments for use in printing inks (col. 8, line 46) having an 
aluminum platelet substrate (col. 3, lines 33-37) having a size of 1-200 microns (col. , line 66) 
coated with a metal oxide such as silica (col. 4, lines -8; see example 2, col. 9). 

While Schmid et al teaches the use of its pigment in printing inks, it fails to disclose an 
aqueous ink composition comprising a binder and dispersant. 

Hermann et al discloses an aqueous inkjet ink preparation (abstract) comprising a 
dispersing agent, a binder, and pigment, wherein the pigment includes effect pigments such as 
those coated with metal oxides (col. 3, lines 41-43) and the ink is applied by inkjet processes 
(col. 10, lines 44-56). 

Given that Schmid et al discloses a pigment for use in printing inks and further given that 
inkjet ink compositions include a binder, dispersing agent, and pigment as taught by Hermann et 
al, it would have been obvious to one of ordinary skill in the art at the time of invention to utilize 
the pigment taught by Schmid et al in the inkjet ink composition taught by Hermann et al in 
order to obtain a an inkjet ink with luster effects and thereby apply the ink to a substrate with an 
inkjet process. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent cither is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



6. Claims 1 and 7-9 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 10 of U.S. Patent No. US 7,223,472 in view of 
Hermann et al (US 6,294,592). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the reasons given below. 

US '472 claims a composition comprising a polymer and a pigment having a particle size 
of 2 microns to 5 mm and a core of 50-97 atom % silicon and 3-95 wt % atom % oxygen per 100 
% atom silicon (SiO0.03-0.95) and optionally a layer of SiO> 0 .95 and a dielectric layer like presently 
claimed. 

US '472 fails to disclose an aqueous inkjet ink with a binder and dispersing agent, 
However, note col. 1, line 12 of US "472 which teaches that the composition can be a printing 
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ink. Case law holds that those portions of the specification which provide support for the patent 
claims may also be examined and considered when addressing the issue of whether a claim in an 
application defines an obvious variation of an invention claimed in the patent. In re Vogel, 422 
F.2d 438, 164 USPQ 619,622 (CCPA 1970). 

Hermann et al discloses an aqueous inkjet ink preparation (abstract) comprising a 
dispersing agent, a binder, and pigment-wherein the pigment includes effect pigments such as 
those coated with metal oxides (col. 3, lines 41-43). 

Given that US '472 claims a composition comprising pigment like presently claimed 
which can be used in printing inks as taught by the specification and further given that inkjet ink 
compositions include a binder, dispersing agent, and pigment as taught by Hermann et al, it 
would have been obvious to one of ordinary skill in the art at the time of invention to utilize the 
composition claimed by US '472 as an inkjet ink composition which further includes a binder 
and dispersing agent. 

7. Claims 1 and 7-9 are directed to an invention not patentably distinct from claims of 
commonly assigned U.S. Patent No. US 7,223,472 in view of Hermann et al (US 6,294,592). 
Specifically, see the discussion set forth in paragraph 6 above. 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP Chapter 2300). 
Commonly assigned U.S. Patent No. US 7,223,472, discussed above, would form the basis for a 
rejection of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as 
prior art under 35 U.S.C. 102(e), (f) or (g) and the conflicting inventions were not commonly 
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owned at the time the invention in this application was made. In order for the examiner to 
resolve this issue, the assignee can, under 35 U.S.C. 103(c) and 37 CFR 1.78(c), either show that 
the conflicting inventions were commonly owned at the time the invention in this application 
was made, or name the prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
pending on or after December 10, 2004. 

8. Claims 1 and 7-9 are rejected under 35 U.S.C. 103(a) as being obvious over U.S. Patent 
No. US 7,223,472 in view of Hermann et al (US 6,294,592). See the discussion set forth in 
paragraph 6 above. 

The applied reference has a common assignee and inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art only 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not an invention "by another"; (2) a 
showing of a date of invention for the claimed subject matter of the application which 
corresponds to subject matter disclosed but not claimed in the reference, prior to the effective 
U.S. filing date of the reference under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 
1.130 stating that the application and reference are currently owned by the same party and that 
the inventor named in the application is the prior inventor under 35 U.S.C. 104, together with a 
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terminal disclaimer in accordance with 37 CFR 1.321(c). This rejection might also be overcome 
by showing that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection 
under 35 U.S.C. 103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Applicant cannot rely upon the foreign priority papers to overcome this rejection because 
a translation of said papers has not been made of record in accordance with 37 CFR 1 .55. See 
MPEP §201.15. 

Conclusion 

9. The "X" references cited on the International Search Report for PCT/EP03/1 1 1 89 have 
not been used in the prior art rejections because of the following reasons: 

- US 6,433,1 17 discloses inkjet compositions, however, it fails to disclose or suggest the 
use of a platelet-shaped particle having a core and shell structure. 

- EP 1 195 410 discloses a polyamide resin dispersion which is not taught to be used 
inkjet inks and which it fails to disclose or suggest the use of a platelet-shaped particle having a 
core and shell structure. 

- US 2002/0035173 discloses dispersions useful for inkjet printing, however, it fails to 
disclose or suggest the use of a platelet-shaped particle having a core and shell structure. 

- EP 0 822 238 discloses an inkjet ink, however, it fails to disclose or suggest the use of a 
platelet-shaped particle having a core and shell structure. 

- US 5,707,433 discloses pigment ink compositions, however, it fails to disclose or 
suggest the use of a platelet-shaped particle having a core and shell structure. 
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- US 5,310,778 discloses inkjet inks, however, it fails to disclose or suggest the use of a 
platelet-shaped particle having a core and shell structure. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701 . The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-11 19. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

3/5/2008 

/Vickey Ronesi/ 
Examiner, Art Unit 1796 



